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REMARKS/ARGUMENTS 

Reconsideration of this application and entry of the foregoing amendments are 

respectfully requested. 

The specification has been amended to correct obvious clerical errors. 
Specifically, the specification has been amended to remove and insert "a,a". One 
skilled in the art would have readily appreciated that should read u a,a" by virtue of 
the fact that, at page 1 1 , line 1 1 , "benzaldehyde dimethyl acetal" is indicated as being 
another name for u n,o-dimethoxytoluene" and, as the Examiner will appreciate, 
"benzaldehyde dimethyl acetal" is another name for "a.ct-dimethyoxytoluene" (see, for 
example, attached copy of 2002-2003 Lancaster catalogue which shows these names 
are used interchangeably). The specification has also been amended to replace the 
table at pages 39-44 with a new table that corrects the "OH" groups under "R4" to read 
"H". The need for this correction results from the fact that, in the specification at page 
29, scaffold W6, for example, reads "R4O-" while in the claims R2 to R5 are defined as 
"OH, OR and N(Y)Z ..." and R4 is shown in formula 1 as directly bonded to the ring. 

The Examiner's withdrawal of the rejection of the claims as lacking written 
description and as being obvious over Anderson et al is noted with appreciation. The 
withdrawal of the rejection of the claims based on obviousness-type double patenting 
over claims of Anderson et al is also noted and appreciated. 

Claim 25 stands objected to in view of the fact that the status identifier used in 
the Amendment filed September 22, 2008 was "Withdrawn" - the status identifier now 
properly reads "Previously Presented". It has been noted that the status identifier given 
for claim 27 in the September 22, 2008 Amendment read "Previously Presented" when, 
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in fact, it should have read "Currently Amended" since *Z4" was deleted. The present 
use of the identifier "Previously Presented" is proper (reference to Z4 does not appear in 
claim 27 as presented above). 

Claims 1, 2, 4, 25, 26 and 28 stand rejected under 103(a) as allegedly being 
obvious over Papageorgiou et a! (WO 00/42057). Withdrawal of the rejection is 
submitted to be in order for the reasons that follow. 

As pointed out previously, the Examiner's reference to the compounds of the 
instant invention as having "protecting groups" is not correct. The compounds of the 
invention are stable compounds. The compounds comprise a monosaccharide scaffold 
particularly comprising an oxygen or sulphur atom at the anomeric center, at least one 
N(Y)Z group at R2-R5, and only one of R4 and R5 is hydroxy!. These compounds are 
based around a monosaccharide scaffold comprising groups that are specifically 
designed such that they are not readily removable. 

Papageorgiou et ai does not teach, nor would it have suggested, the claimed 
substituted monosaccharides in which the substituents are non-labile. 

Papageorgiou et al is directed to orthogonally protected monosaccharides - that 
is, every protecting group must be removable in the presence of all of the remaining 
groups in any order desired. The Examiner's position appears to be that it would have 
been obvious to construct a theoretical compound falling within scope the instant claims 
by selecting from the protecting groups listed in Papageorgiou et al. Applicants again 
submit that it is only with hindsight that such a suggestion could be found. 

Applicants have argued previously (page 28 of the September 22 Amendment) 
that "the teachings of Papageorgiou et al would not have made the entire world of 
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protecting groups available to the person skilled in the art. but rather a subset that fulfils 
the requirements of orthogonality." The Examiner agrees that It the case. However, the 
Examiner states on page 7 of the Action that the subset taught "Includes various 
orthogonal protecting groups falling within the limits of the claimed invention ... 
Therefore one of ordinary skill could have made various compounds falling within the 
claimed invention''. 

Respectfully, the Examiner's comment overlooks the fact that the proper question 
is not whether one could have made a compound falling within the scope of the claims 
but, rather, whether an artisan would have been motivated to do so by the cited art. 
Papageorgiou et al would not have provided any motivation to extend the subset taught, 
much less basis for expecting Orthogonality outside that subset. 

The Examiner appears to argue that intermediates in Papageorgiou et al leading 
to the orthogonally protected products, which are the subject of the citation, would have 
rendered obvious compounds falling within the scope of the instant claims, that Is, 
compounds where there are still one or two hydroxyls free (for example, where R1 is 
SMe and R2 is an amine protecting group and R3 is a 4-methoxybenzyl ether and R4 
and R5 are hydroxyl, for example, compound 9 at page 14 or compound 22 at page 17). 
Applicants submit that one skilled in the art would not have been motivated to prepare 
compounds falling within the scope of the invention based on the teachings of 
Papageorgiou et al because such compounds would not have been useful in arriving at 
the orthogonally protected monosaccharides that are the focus of the reference. 

In view of the above, it will be clear that withdrawal of the rejection is in order and 
the same is requested. 
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Claims 1, 2, 4 and 25-27 stand provisionally rejected as allegedly representing 
obviousness-type double patenting over claims 14-1 8 of copending Application 
No 11/813,737. Applicants again note the provisional nature of this rejection and again 
direct attention to the fact that US 1 1/813,737 has a later priority date than the instant 
application. It is requested that the rejection be held in abeyance until the case Is 
otherwise in condition for allowance. 

This application is submitted to be in condition for allowance and a Notice to that 
effect is requested. 



MJW:tat 

901 North Glebe Road, 11th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703) 816-4100 



Respectfully submitted, 



NIXON & VANDERHYE P.C. 




-14- 

PAGE 17/19 * RCVD AT 5718/2009 7:40:55 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-5/5 * DNIS:2738300 * CSID:703 816 4100 * DURATION (mm-ss):04-54 



Best Available Copy 



NIXON & VANDERHYE PC3 Fax:703-816-4100 Hay 18 2009 19:42 P. 18 




PAGE 18/19 * RCVD AT 5/18/2009 7:40:55 PM [Eastern Daylight Time] ^ SVR:USPTO-EFXRF-5/5 * DNIS:2738300 * CSID:703 816 4100 ^ DURATION (mm-ss):04-54 ■ 



Best Available Copy 

NIXON & VANDERHYE PC3 Fax:703-816-4100 May 18 2009 19:41 P. 1 9 




If tl, 

if is* 

if Is? as 

PAGE 19119 • RCVDAT 5/18/2009 7:40:55 PM [Eastern Daylight time] 1 SVR:USPT0-EFXRF*5 * 



* CSID:703 816 4100* DURATION (mm-ss):04-54 



